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REMARKS 

Reconsideration and allowance in view of the foregoing amendments and the 
following remarks are respectfully requested. 

Upon entry of this Amendment, claims 1-8, and 10-16 will be pending in the 
present application. Claims 9 and 17-20 have been cancelled. 

Applicant notes with appreciation the Examiner's reminder that references 
discussed in the specification are not considered by the Patent Office unless submitted in a 
separate paper in compliance with 37 C.F.R. § 1.98. Accordingly, an Information Disclosure 
Statement in compliance with current Patent Office requirements is submitted herewith so that all 
references believed to be relevant to this application are properly submitted for consideration. 

The drawings stand objected to as failing to comply with 37 C.F.R. § 1.84(p)(4) 
due to the duplicative use of several reference numerals in several figures. FIG. 9 has been 
amended herewith to change reference numerals "210", "214", and "220" to numerals not used 
elsewhere in the specification or drawings. No new matter has been added. Paragraph [39] of 
the specification has also been amended to conform to the new reference numerals used in 
corrected FIG. 9. Accordingly, applicant respectfully requests that the amendments to the figures 
be approved and the objection to the drawings withdrawn. 

The specification stands objected to due to a minor informality in paragraph [7]. 
The specification has been amended above to correct this error as suggested by the Examiner. 
Accordingly, applicant respectfully requests that the amendments to the specification be 
approved and the objection to the specification withdrawn. 

Claims 1-5, 8, 9, and 12-16 stand rejected under 35 U.S.C. § 102 as being 
anticipated by U.S. Patent No. 5,693,944 to Rich ("the '944 patent"). Applicant respectfully 
traverses this rejection for the reasons presented below. 

Independent claim 1 has been amended to clarify that the sample cell body and the 
sample cell core are not permanently joined, i.e., they are not molded from single extrusion. In 
particular, claim 1, as amended, defines the sample cell core as being detached from the sample 
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AMENDMENTS TO THE DRAWINGS 

The attached sheet of drawings includes changes to FIG. 9. This sheet, which 
includes, FIG. 9, replaces the original sheet including FIG. 9. 



. Attachment: Replacement Sheet 
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cell body when in an unassembled configuration. Likewise, the sample cell core is secured to the 
sample cell body in an assembled configuration, such that the first passage is in fluid 
communication with the second passage. 

The '944 patent discloses an airway adapter 22 that includes a center section 126 
and cylindrical end sections 128 and 130. The central section provides a seat for transducer 24. 
The '944 patent teaches that all of these features of the airway adapter are integrally molded so 
that the entire airway adapter is formed from a unitary piece of material. The present invention 
recited in claim 1, on the other hand, includes a sample cell body that is selectively attachable to 
the sample cell core. Thus, the features recited in claim 1 are not taught by the '944 patent. 

Independent claim 16 is a method claim that, as amended, is generally similar to 
apparatus claim 1. Thus, the distinctions noted above with respect to claim 1 are equally 
applicable to claim 16. 

Independent claim 8 has also been amended to clarify the features of the present 
invention. For example, claim 8, as amended, defines the sample cell as including a sample cell 
body with a first passage defined through the body and a chamber defined in the first passage. 
The sample cell also includes a sample cell core that is adapted to be disposed in the chamber 
such that the first passage is in fluid communication with a second passage in the sample cell 
core. As noted above, the '944 patent does not teach or suggest forming the body of the airway 
adapter from a combination of a sample cell body and a sample cell port. Moreover, the 4 944 
patent does not teach or suggest providing a chamber in the passage through the airway adapter 
and providing the core that fits within that chamber. 

The Examiner cites U.S. Patent No. 5,256,160 to Clement ("the '160 patent") for 
the proposition that one skilled in the art would consider it obvious to replace center section 314 
in the airway adapter of the '944 patent with a removable core, due to the teaching in the '160 
patent of a movable cylindrical rotor 50 provided in a recess 40 to control the flow of gas through 
a valve. Applicant respectfully disagrees. 

The mere fact that the '160 patent teaches using a rotating cylinder as a valve 
element to control the flow of gas through a valve does not explain and does not motivate one 
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skilled in the art to replace the center section 3 14 in the airway adapter with such a rotating 
element. The law requires that the requisite motivation for modifying a reference be seen from 
some teaching, suggestion, or inference in the prior art and not from applicant's disclosure. 
Uniroyal, Inc. v Rudcan-Wiley, Corp., 5 U.S.P.Q.2d 1434 (Fed. Cir. 1988). Indeed, the 
Examiner bears the burden of establishing the existence of either 1) some objective teaching in 
the prior art or 2) knowledge generally available to one of ordinary skill in the art which would 
lead that individual to change the primary reference. In re Jones, 21 U.S.P.Q.2d 1941, 1943-44 
(Fed. Cir. 1992). As the CAFC has said, obviousness cannot be established by combining the 
teachings of the prior art to produce the claimed invention, absent some teaching, suggestion or 
incentive supporting the combination. ACS Hospital Systems v. Montefiore Hospital, 221 
U.S.P.Q. 929, 933 (Fed. Cir. 1984). There must be a suggestion in the art relied upon to use 
what one reference discloses in or in combination with the disclosure of the other reference or 
references relied upon by the Examiner. In re Grabiak, 226 U.S.P.Q. 870, 872 (Fed. Cir. 1986). 

As a suggestion for such a modification, the Examiners states the following on 
page 6, first paragraph of the December 13, 2004 Office Action: 

"Thus, it would have been obvious to a person having ordinary skill in the art to 
modify Rich [the '944 patent] to include a receiving chamber in the cell body for 
an inserted cell core so as to simplify the molding fabrication process and increase 
flexibility in the geometry of the optical path length , as taught by Clement [the 
4 1 60 patent] ." (emphasis added). 

Applicant respectfully submits that the two basis for modifying the '944 patent based on the 
teachings of the '160 patent, i.e., (1) simplifying the fabrication process, and (2) increasing 
design flexibility, are not set forth in any cited references. That is, the Examiner has not cited 
any reference that suggests simplifying the fabrication process for the adapter taught by the 6 994 
patent or that suggests improving the flexibility of the geometry of the optical path length. It 
appears that the Examiner picked and chose features from the prior art to accumulate the 
combination of features set forth in the claims, but has not cited any teaching that supports the 
reasons for the proposed modifications. 
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It is well settled that such picking and choosing is not proper in analyzing the 
claims. It is impermissible to use the claimed invention as an instruction manual or "template" to 
piece together the teachings of the prior art so that the claimed invention is rendered obvious. 
This court has previously stated that "[o]ne cannot use hindsight reconstruction to pick and 
choose among isolated disclosures in the prior art to depreciated the claimed invention." In re 
Fritch, 23 U.S.P.Q.2d 1780, 1784 (Fed. Cir. 1 992)(quoting In re Fine, 5 U.S.P.Q.2d 1596, 1600 
(Fed. Cir. 1988)). The invention that was made does not make itself obvious; that suggestion or 
teaching must come from the prior art. See, e.g., Uniroyal, Inc. v. Rudkin-Wiley Corp., 5 
U.S.P.Q.2d 1434, 1438 (Fed. Cir. 1988)(it is impermissible to reconstruct the claimed invention 
from selected pieces of prior art absent some suggestion, teaching, or motivation in the prior art 
to do so); Interconnect Planning Corp. v. Feil, 227 U.S.P.Q. 543, 551 (Fed. Cir. 1985)(it is 
insufficient to select from the prior art the separate components of the inventor's combination, 
using the blueprint supplied by the inventor); Fromson v. Advance Offset Plate, Inc., 225 
U.S.P.Q. 26, 3 1 (Fed. Cir. 1985)(the prior art must suggest to one or ordinary skill in the art the 
desirability of the claimed combination). 

Applicant further questions why one skilled in the art would look to the '160 
patent, which pertains to a movable cylindrical rotor 50 that is used to control the flow of gas 
through the valve, to modify the airway adapter taught by the '944 patent. What does the 
operation of a valve have to do with improving the manufacturing process or design flexibility of 
a gas sample cell? Clearly, this teaching is missing from the Examiner's logic, and, thus, the 
cited references fail to teach or suggest the invention recited in the amended independent claims. 

For the reasons presented above, applicant respectfully submits that independent 
claims 1, 8 and 16 are not anticipated or rendered obvious by the cited references. In addition, 
claims 2-5, 9, and 12-15 are also not anticipated or rendered obvious due to their dependency 
from independent claims 1 or 8. Accordingly, applicant respectfully requests that the above 
rejection of claims 1-5., 8, 9, and 12-16 be withdrawn. 

Claims 6, 7, 10, and 1 1 stand rejected under 35 U.S.C. § 103 as being 
unpatentable over the '944 patent in view of the '160 patent. Applicant respectfully traverses 
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this rejection for the reasons presented above with respect to independent claims 1 and 8 from 
which these claims depend. Accordingly, applicant respectfully requests that the above rejection 
of claims 6, 7, 10, and 1 1 be withdrawn. 

Claims 17-20 stand rejected under 35 U.S.C. § 103 as being unpatentable over the 
'944 patent in view of U.S. Patent No. 4,681,443 to Bach et al. ("the '443 patent"). Applicant 
respectfully submits that this rejection has been rendered moot due to the cancellation of claims 
17-20 from the present application. Accordingly, applicant respectfully requests that the above 
rejection of claims 17-20 be withdrawn. 

All objections and rejections have been addressed. It is respectfully submitted 
that the present application is in condition for allowance and a Notice to the effect is earnestly 
solicited. 

Respectfully submitted, 

Michael W. Haas 
Reg. No.: 35,174 
Tel. No.: (724)387-5026 
Fax No.: (724)387-5021 

RESPIRONICS, INC. 
1010 Murry Ridge Lane 
Murrysville, PA 15668-8525 

Attached: Amended FIG. 9. 



Page 14 of 14 



